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REMARKS 

Claims 1-12 and 14-21 are pending in the present application. Claims 1, 5, 14, and 17 
have been amended. Support for the amendments to claims 1,14, and 17 can be found at least 
in paragraph [0027]. No new matter has been introduced by these amendments. 
Reconsideration and allowance of the claims is respectfully requested in view of the above 
amendments and the following remarks. 

Claim Rejections Under 35 U.S.C. $ 112, Second Paragraph 

Claims 5 and 17 stand rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In particular the Examiner has asserted that the phrase 
“derivatives thereof’ is indefinite. The claim has been amended to address this issue. 

Claim Rejections Under 35 U.S.C. $ 102(b) and 103(a) 

Claims 1-5, 9 and 14 stand rejected under 35 U.S.C. § 102(b), as allegedly anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over United States Patent No. 
6,306,978 to Braat et al (Braat). Applicants respectfully traverse this rejection. 

In Applicants’ prior response Applicants asserted that Braat did not anticipate the 
pending claims because Braat did not teach or disclose a component selected from the group 
consisting of an impact modifier, reinforcing filler, flame retardant and combinations of two 
or more of the foregoing. The Examiner has now maintained the rejection stating that the 
rubber modified polystyrene taught by Braat meets the requirements of the instant impact 
modifier. Applicants disagree and believe the Examiner’s interpretation of the reference and 
claims is unduly broad. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027-28 
(Fed. Cir. 1997) the court held that the PTO is not required, in the course of prosecution, to 
interpret claims in applications in the same manner as a court would interpret claims in an 
infringement suit. Rather, the “PTO applies to verbiage of the proposed claims the broadest 
reasonable meaning of the words in their ordinary usage as they would be understood by one 
of ordinary skill in the art, taking into account whatever enlightenment by way of definitions 
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or otherwise that may be afforded by the written description contained in applicant’s 
specification.”). Applicants respectfully note that impact modifiers are described in the 
pending application starting at paragraph [0016] and ending in paragraph [0019]. Rubber 
modified poly(alkenyl aromatic) resin is described in the pending application in paragraphs 
[0023] to [0025], In as much as impact modifiers and rubber modified poly(alkenyl aromatic) 
resin are separately described and a distinction between the two is consistently applied 
throughout the application Applicants respectfully assert that impact modifiers and 
poly(alkenyl aromatic aromatic) resins are separate and distinct materials. Braat discloses a 
composition which may include a rubber modified polystyrene ( a rubber modified 
polyfalkenyl aromatic) resin) and not an impact modifier. 

Thus Applicants maintain that Braat does not anticipate the pending claims. To 
anticipate a claim, a reference must disclose each and every element of the claim. Lewmar 
Marine v. Varientlnc., 3 U.S.P.Q.2d 1766 (Fed. Cir. 1987). Braat fails to disclose a 
composition comprising an impact modifier when impact modifier is defined as found in the 
instant specification and claims. 

Furthermore, Applicants maintain that Braat does not render the pending claims 
obvious. For an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing a prima facie case of obviousness. In re Fine, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 
1988). Establishing a prima facie case of obviousness requires that all elements of the 
invention be disclosed in the prior art. In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. 1970). 
As Braat fails to disclose an impact modifier Braat does not render the pending claims 
obvious. 

Claim Rejections Under 35 U.S.C. § 103(a) 

Claims 1-9, 12, 14 and 19 stand rejected under 35 U.S.C. § 103(a), as allegedly 
obvious over Braat in view of United States Patent Publication No. 2003/0130403 to Geprags 
et al. (Geprags). Applicants respectfully traverse this rejection. 

Braat discloses a capped poly(phenylene ether) resin and a method of capping a 
poly(phenylene ether) resin using a capping agent (Abstract). The capping agent is an ester of 
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salicylic acid or anthranilic acid (Col. 4, lines 1-7). The resin composition may further 
comprise a polystyrene. (Col. 6, lines 19-20). 

Geprags is directed to a composition comprising a syndiotactic vinylaromatic polymer, 
inorganic filler, an elastomeric, particulate graft polymer, a compatibilizer, an optional 
elastomeric particulate styrene-diene block copolymer, and an optional thermoplastic 
elastomer. (Abstract) As explained in paragraphs [0055] to [0056] the compatibilizer may be 
a poly(arylene ether) and is present in an amount of 1 to 10 percent by weight. 

For an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing that all elements of the invention are disclosed in the prior art; that the prior art 
relied upon, coupled with knowledge generally available in the art at the time of the invention, 
must contain some suggestion or incentive that would have motivated the skilled artisan to 
modify a reference or combined references; and that the proposed modification of the prior art 
must have had a reasonable expectation of success, determined from the vantage point of the 
skilled artisan at the time the invention was make. In re Fine, 5 U.S.P.Q.2d 1596, 1598 (Fed. 
Cir. 1988); Amgen v. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d, 1016, 1023 (Fed. Cir. 
1996). 

Applicants respectfully assert that there is insufficient motivation to combine Braat 
and Geprags. As understood by one of ordinary skill in the art Braat and Geprags are directed 
to materially different compositions. Braat is directed to a capped poly(aryiene ether) with the 
intent of decreasing or eliminating undesired involving the hydroxyl functionality of the 
polymer. Capped poly(arylene ether) is clearly the majority component in the compositions of 
Braat. In contrast, Geprags is directed to a syndiotactic vinyl aromatic polymer composition 
and poly(arylene ether) is only included in relatively minor amounts to function as a 
compatibilizer between the vinyl aromatic polymer and the additional polymeric components. 
Applicants can find no motivation to combine these references aside from a minor 
commonality in components. Additionally, Applicants find no expectation of success. 

Claims 1-6, 8-10, 12, 14 and 19-21 stand rejected under 35 U.S.C. § 103(a), as 
allegedly obvious over Braat in view of United States Patent Application No. 2005/0075427 
to Campbell et al. (Campbell). 
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Applicants respectfully note that § 103(c) states: 

Subject matter developed by another person, which qualifies as prior art only 
under one or more of subsections (e), (f), and (g) of section 102 of this title, 
shall not preclude patentability under this section where the subject matter and 
the claimed invention were, at the time the invention was made, owned by the 
same person or subject to an obligation of assignment to the same person. 

Campbell qualifies as prior art only under 35 U.S.C. § 102(e) and was co-owned and 
commonly assigned at the time the claimed invention was made. A Statement of Common 
Ownership is submitted herewith. 

Claims 1-5, 8, 12, 14 and 16-19 stand rejected under 35 U.S.C. § 103(a), as allegedly 
obvious over United States Patent No. 4,760,1 18 to White et al. (White) in view of Campbell. 
Applicants respectfully traverse this rejection. 

Similar to the above rejection, Campbell qualifies as prior art only under 35 U.S.C. 

§ 102(e) and accordingly 35 U.S.C. § 103(c) is applicable in this instance. 

Claims 1-6, 8, 11, 12, 14 and 19 stand rejected under 35 U.S.C. § 103(a), as allegedly 
obvious over Campbell and Braat. Applicants respectfully traverse this rejection. 

Similar to the above rejection, Campbell qualifies as prior art only under 35 U.S.C. 

§ 102(e) and accordingly 35 U.S.C. § 103(c) is applicable in this instance. 

Claim Rejections Under 35 U.S.C. § 102(e) and 103(a) 

Claims 1-6, 8, 12, 14 and 19 stand rejected under 35 U.S.C. § 102(e), as allegedly 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Campbell. 
Applicants respectfully traverse this rejection. 

Claims 1 and 14 have been amended to specifically recite the fact that the poly(arylene 
ether) composition is a thermoplastic composition. Campbell is directed to a curable 
composition and hence cannot anticipate or make obvious the instantly claimed composition 
or method. 

Claim 19 employs the transitional language of “consisting essentially of’. Applicants 
respectfully assert that this transitional language precludes the inclusion of an acryloyl 
monomer as taught in Campbell because the inclusion of an acryloyl monomer would result in 
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a curable composition as opposed to the instantly described thermoplastic composition. 
Withdrawal of the rejection is respectfully requested. 

Nonstatutorv Double Patenting Rejections 

Claims 1-6, 8, 12, 14 and 19 stand provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over Claims 1-47 of 
United States Patent Application Nos. 10/678,471 (US2005/0075426) and 10/947,265. 

Since neither the present claims nor the claims of any of the copending Applications 
(10/684,1 13, 10/678,471, or 10/947,265), have been patented, there is no way that double 
patenting can be determined (nothing is patented and there is no way to compare the final 
claims until one of the cases has been patented and the other claims are otherwise allowable). 
Hence, the Applicants respectfully request that the Examiner withdraw these obviousness 
double patenting rejections until the claims are in final form and otherwise in condition for 
allowance, and the case over which double patenting is alleged is allowed. Until such time, 
there is no double patenting and no way to determine double patenting. 
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It is believed that the foregoing amendments and remarks fully comply with the Office 
Action and that the claims herein should now be allowable to Applicants. Accordingly, 
reconsideration and allowance are requested. 

If there are any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No. 50-1 131. 

Respectfully submitted, 



CANTOR COLBURN LLP 



By, 



Patricia S. DeSimone 
Registration No. 48,137 



Date: August 17, 2006 
CANTOR COLBURN LLP 
55 Griffin Road South 
Bloomfield, CT 06002 
Telephone (860) 286-2929 
Facsimile (860) 286-0115 
Customer No.: 23413 
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